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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
7/24/2009 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to claims 16-30 have been considered but are 
moot in view of the new ground(s) of rejection. 

The prior art of record Witzel has been modified with a new reference Bachmann. 
For clarification applicant's arguments regarding the prior reference Witzel area 
addressed below with explanation of the new reference. 

The argued features in the claims, i.e. a radio network controller receiving and 
establishing a proper codec configuration with a switching center to perform transcoder- 
free operation, reads upon Witzel in view of Bachmann. 

Witzel discusses starting accessing from a radio network controller and 
generating an initial codec list that is supported by the terminal device and all the 
network nodes. Witzel discusses determining the codecs that are supported by the 
terminal device and all the nodes on the network which includes radio network 
controller. Witzel discusses establishing a transcoder-free operation and selecting only 
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codecs supported by the terminal device and all the network nodes. Witzel does not 
specifically elaborate the radio network controller's role in the codec selection process. 
Bachmann is brought to show such feature is obvious to one skilled in the art. Therefore 
the combination of Witzel and Bachmann shows the limitations of "checking in a radio 
network controller, upon receipt of a request from a switching unit relating to use of at 
least one subset of at least one codec mode configuration for establishment of a 
transcoder-free operation connection, whether the at least one requested subset is 
supported by the radio network controller; if the at least one subset of the at least one 
codec mode configuration is supported by the radio network controller, establishing a 
transcoder-free operation connection to the switching unit and a communication 
terminal and restricting a codec mode configuration to be used for transmission of data 
to the subset; and signaling, from the radio network controller to the communication 
terminal, at least one message relating to the subset of the at least one codec mode 
configuration to be used for transmission of data". 

Regarding combination of references, both of the references are from the same 
field, i.e. communication systems and concern analogous topics. Therefore, the 
examiner contends that the references would be combinable to one skilled in the art. 

Therefore, the argued limitations read upon the cited references or are written 
broad such that they read upon the cited references, as follow. 

Claim Rejections - 35 USC § 103 
3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 16-30 rejected under 35 U.S.C. 103(a) as being unpatentable over Witzel 
(US 2007/01 71 841 ) in view of Bachmann (US 75771 52). 

Regarding claim 16, Witzel discloses a method for establishing a transcoder-free 
operation connection between two communication terminals in a communication 
network (see e.g. Abstract and [01 16][01 17]), comprising: 

checking in a radio network controller ([0116] access starting from a radio network 
controller), upon receipt of a communication from a switching unit relating to use of at 
least one subset of at least one codec mode configuration for establishment of a 
transcoder-free operation connection ([0117] first originating network node e.g. a mobile 
switching center generates an initial supported codec list), whether the at least one 
requested subset is supported by the radio network controller ([01 17] [0124] determine 
supported codecs); if the at least one subset of the at least one codec mode 
configuration is supported by the radio network controller (see e.g. [0124][01 17] 
intersection of codecs supported by the terminal device and all the network nodes), 
establishing a transcoder-free operation connection to the switching unit and a 
communication terminal and restricting a codec mode configuration to be used for 
transmission of data to the subset (see e.g. [0117] [0124] TFO-TrFO harmonization is 
the first step to establish a transcoder-free operation, and selecting only codecs 
supported by the terminal device and all the network nodes, therefore restricting the 
codec mode configuration to be used); and signaling (see e.g. Fig. 7 items 40 and 46), 
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from the radio network controller to the communication terminal ([01 1 6][01 1 7]), at least 
one message relating to the subset of the at least one codec mode configuration to be 
used for transmission of data ([0121] the originating or terminating leg will be informed 
of decided codecs, therefore signaling from network to mobile terminal). 

Witzel discloses a radio network controller communicating with switching center 
relating to the use of at least one subset of at least once codec mode configuration for 
establishment of a transcoder-free operation connection but does not specifically 
disclose the radio network controller receiving a request from the switching center 
relating to the use of at least one subset of at least once codec mode configuration for 
establishment of a transcoder-free operation connection. Bachmann teaches radio 
network controller negotiating with the switching center to establish proper codec 
configuration which involves having radio network controller receiving and replying the 
codec mode selection requests (col. 1 lines 35-58). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the invention of Witzel, to have the 
network controller taking active role in the codec selection process by negotiating with 
swtiching center, thus allowing a smooth roaming and handovers between technically 
different networks (col. 21 lines 30-35). 

Regarding claim 17, Witzel discloses a method according to claim 16, wherein at 
least a part of at least one message relating to the at least one codec mode 
configuration to be used with at least two codec modes is signaled from the radio 
network controller to the communication terminal for the transmission of data in an 
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uplink direction ([01 17] and fig. 7 items 46, 40, 45 and 47, from mobile station to 
network controller therefore uplink direction). 

Regarding claim 18, Witzel discloses a method according to claim 17, further 
comprising signaling from the radio network controller to the communication terminal at 
least a further part of at least one message relating to the at least one subset of the at 
least one codec mode configuration to be used for the transmission of data in the uplink 
direction ([0117]). 

Regarding claim 19, Witzel discloses a method according to claim 18, wherein 
the radio network controller supports all subsets of a supported codec mode 
configuration ([0042]). 

Regarding claim 20, Witzel discloses a method according to claim 19, wherein 
the transcoder-free operation connection is established from the radio network controller 
to the communication terminal using a codec mode configuration supported by the radio 
network controller ([0042]). 

Regarding claim 21, Witzel discloses a method according to claim 20, wherein 
the codec mode configuration represents a combination of at least two codec modes 
(Fig. 3 at least two codec modes). 

Regarding claim 22, Witzel discloses a method according to claim 21, wherein 
the communication network is a cellular mobile radio network (Fig. 1). 

Regarding claim 23, Witzel discloses a method according to claim 22, wherein a 
radio resource control signaling is used by the radio network controller for signaling to 
the communication terminal (Abstract). 
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Regarding claim 24, Witzel discloses a method according to claim 23, wherein a 
mobile radio terminal, mobile computer and/or mobile organizer is used as the 
communication terminal (Abstract). 

Regarding claim 25, Witzel discloses a radio network controller for establishing a 
transcoder-free operation connection between two communication terminals in a 
communication network having a switching unit and mobile network units, comprising: 
send and receive units communicating with the mobile network units ([01 17] mobile 
terminals therefore have send and receive units communicating with mobile network 
units); and at least one processing unit checking a request sent from the switching unit 
relating to use of a subset of a codec mode configuration for establishment of a 
transcoder-free operation connection to determine whether the requested subset is 
supported by the radio network controller ([011 7] a list of codecs is generated and direct 
codecs are determined, therefore at least one processing unit), establishing a 
transcoder-free operation connection to the switching unit if the subset of the codec 
mode configuration is supported by said radio network controller ([0117] harmonization 
process is the first step to establish transcoder-free operation), restricting a codec mode 
configuration to be used for transmission of data to the subset (see e.g. [01 17][0124] 
limiting only to codecs that are supported by the terminal and all the network nodes), 
and signaling a message relating to the subset of the codec mode configuration to be 
used for the transmission of data via said send unit to a communication terminal 
included among the mobile network units ([0121] the originating or terminating node will 
be informed of the decided codec). 
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Witzel discloses a radio network controller communicating with switching center 
relating to the use of at least one subset of at least once codec mode configuration for 
establishment of a transcoder-free operation connection but does not specifically 
elaborate the radio network controller receiving a request from the switching center 
relating to the use of at least one subset of at least once codec mode configuration for 
establishment of a transcoder-free operation connection. Bachmann teaches radio 
network controller negotiating with the switching center to establish proper codec 
configuration which involves having radio network controller receiving and replying the 
codec mode selection requests (col. 1 lines 35-58). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to modify the invention of Witzel, to have the 
network controller taking active role in the codec selection process by negotiating with 
swtiching center, thus allowing a smooth roaming and handovers between technically 
different networks (col. 21 lines 30-35). 

Regarding claim 26, Witzel discloses a radio network controller according to 
claim 25, wherein said radio network controller signals at least a part of at least one 
message relating to the codec mode configuration to be used with at least two codec 
modes for the transmission of data in an uplink direction to the communication terminal 
([0117]). 

Regarding claim 27, Witzel discloses a radio network controller according to 
claim 26, wherein said radio network controller signals at least a further part of at least 
one message relating to the at least one subset of the codec mode configuration to be 
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used for the transmission of data in the uplink direction to the communication terminal 
([0117] and Fig. 7). 

Regarding claim 28, Witzel discloses a radio network controller according to 
claim 27, wherein the communication network is a cellular mobile radio network 
(Abstract and Fig.1). 

Regarding claim 29, Witzel discloses a radio network controller according to 
claim 28, wherein the mobile network units include at least one of a mobile radio 
terminal, a mobile computer and a mobile organizer (Abstract and Fig. 1). 

Regarding claim 30, Witzel discloses a device according to claim 29, wherein the 
codec mode configuration is a combination of at least two codec modes ([01 17]). 
5. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over Witzel in 
view of Bachmann (US 75771 52), and further in view of Twiss (US 2006/01 6831 8). 
Regarding claim 31, the combination of Witzel and Bachmann (US 7577152) discloses 
a method according to claim 16, but does not specifically disclose a Transport 
Combination Control Message is used by the radio network controller for signaling to 
the communication terminal. Twiss discloses a network controller signaling transport 
control messages to network portions ([0026]). 

Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to modify the invention of Witzel and Bachmann, to signal 
transport messages to network elements as taught by Twiss, thus allowing a reduced 
traffic in a network ([0026]). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KATHY WANG-HURST whose telephone number is 
(571) 270-5371 . The examiner can normally be reached on Monday-Thursday, 7:30am- 
5pm, alternate Fridays, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nick Corsaro can be reached on (571 ) 272-7876. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/KATHY WANG-HURST/ 
Examiner, Art Unit 2617 

/NICK CORSARO/ 

Supervisory Patent Examiner, Art Unit 2617 



